The opinion in support of the decision being
entered today was not witten for publication
and i s not binding precedent of the Board.

Paper No. 26

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte H ROSH KANEDA, KENJI HASHI ZUVE,
H SAO KATOH, MASATOSHI OKAMURA and HARUO SHI BA

Appeal No. 1996- 1456
Application No. 08/059, 840

ON BRI EF

Bef ore FRANKFORT, McQUADE and BAHR, Administrative Patent Judges.

McQUADE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Hi roshi Kaneda et al. appeal fromthe final rejection of
claims 1 through 4 and 7 through 26, all of the clains pending in
the application.® W reverse and renand.

THE | NVENTI ON

The invention relates to a recordi ng nedium cartridge
conprising a pair of casing nmenbers formed of crystalline resin,
with a filler added to the resin to inprove its welding

properties. Representative clains 1 and 15 read as foll ows:

! dains 21 through 26 have been anended subsequent to fina
rejection.
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1. A recording nediumcartridge conpri sing:
a casing in which a recording nmediumis received;

sai d casing conprising an upper casing nmenber and a | ower
casing nenber jointed to each other

sai d upper and | ower casing nenbers bei ng nade of
crystalline resin and jointed together by welding;

said crystalline resin having a filler which permts said
crystalline resin to exhibit inproved welding properties
i ncorporated therein, said filler constitutes 10 percent to 30
percent by weight of the crystalline resin m xture.

15. In a recording nediumcartridge formed froma pair of
nol ded casi ng nenbers that are wel ded together by ultrasonic
energy, the inprovenent conpri sing:

each casing nenber is forned froma crystalline resin and a
filler material, the filler material having a characteristic of
increasing the ultrasonic welding properties of the nol ded casing
menber ;

a plurality of projection nmenbers extend from one surface of
each nol ded casing nmenber and are respectively aligned when the
respective casing nenbers are contacted together for welding; and

nmeans, indented on the other surface of at |east one casing
menber is provided to receive a welding horn, for transm ssion of
an application of ultrasonic energy to the contacted surfaces of
t he projection nenbers.

THE PRI OR ART

The references relied on by the exam ner as evi dence of

obvi ousness are:

Kat o 4,849, 844 July 18, 1989
Kita 5,199, 593 Apr. 6, 1993
Sasaki (Hi tachi Maxell) 0, 214, 604 Mar. 18, 1987

Eur opean Pat ent Docunent

Young et al. (Young) 2,210, 352 June 7, 1989
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Briti sh Patent Docunent

THE REJECTI ONS

Clainms 1 through 4 and 7 stand rejected under 35 U.S. C
8 103(a) as being unpatentable over Hi tachi Mxell in view of
Kat o.

Clainms 8, 9, 12 through 14, 21, 22 and 24 through 26 stand
rejected under 35 U . S.C. 8§ 103(a) as being unpatentabl e over
Hi tachi Maxell in view of Kato and Kita.

Clains 10, 11, 15 through 20 and 23 stand rejected under 35
U S.C 8 103(a) as being unpatentable over Hitachi Maxell in view
of Kato, Kita and Young.

Attention is directed to the appellants’ main and reply
briefs (Paper Nos. 212 and 23) and to the exami ner’s main and
suppl emental answers (Paper Nos. 18 and 24) for the respective
positions of the appellants and the examner with regard to the

merits of these rejections.?®

> Paper No. 21 is the second revised main brief submitted by
t he appel | ants.

® As a result of the amendnents made subsequent to fina
rejection (see n.1, supra), the examner has (1) w thdrawn the 35
U S.C. 8§ 112, second paragraph, rejection of clainms 21, 23 and 26
which was set forth in the final rejection (see the advisory
action dated Decenber 1, 1994, Paper No. 12) and (2) w thdrawn
the Young reference fromthe 35 U . S.C. 8§ 103(a) rejection of
clainms 22, 24 and 25 which was set forth in the final rejection
(see pages 2 and 8 in the nmain answer).
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DI SCUSSI ON

|. Independent clainms 1, 21 and 26

H tachi Maxell, the examner’s primary reference, discloses
a magnetic tape cartridge case designed to attenuate nodul ati on
noi se generated by renote oscillation sources. As described in
t he reference,

a cartridge case is nade of a material of a conplex
plastic material mxed with a filler. In order to
reduce an outside oscillation of the magnetic tape
cartridge occurred by transferring froma notor etc.
arranged in a tape recorder to a magnetic tape
cartridge, the conplex plastic material is nade of a
m xture of a plastic base nade of pol yol efine, such as
pol yet hyl ene, and pol ypropylene etc., and a filler of
45 percent to 65 percent by weight of the plastic base
in the shape of a particle, being nade of cal ci um
carbonate or barium sulfate.

The reason why the m xture rate of the filler is
in the range of 45 percent to 65 percent by wei ght of
the plastic base is as follows. That is, in case the
m xture rate is | ess than 45 percent, the cartridge
case may be often broken, on the other hand, in case
the mxture rate is nore than 65 percent, the plastic
material may not be filled in a nold satisfactorily
when the plastic material is formed in a shape because
of the less fluidity of the plastic material, resulting
in that the problens occur in the manufacturing process
and the manufacturing techni que [ pages 4 and 5].

The exam ner concedes (see page 4 in the main answer) that
Hi tachi Maxell is not responsive to the [imtations in
i ndependent claim11 requiring the first and second casi ng nenbers
to be made of crystalline resin having a filler constituting “10

percent to 30 percent by weight of the crystalline resin
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m xture,” or the corresponding limtations in independent claim
21 requiring first and second housing shells nolded froma

conmbi nati on of crystalline resin and a filler materi al
representing “between 10 and 30% by wei ght of the conbination,”
and i ndependent claim 26 requiring first and second housing
shell's nolded froma conbination of crystalline resin and a gl ass
fiber material representing “between 10 and 30% by wei ght of the

conbi nation.”*

The appel | ants’ specification explains that
[a] content of the filler bel ow 10% by wei ght causes
the wel ding properties of the crystalline resin to be
deteriorated, whereas the content above 30% by wei ght
causes heat resistance, resistance to thernal

def ormati on, resistance to inpact or shock, and
strength of the casing to be deteriorated, as well as
causes wearing of a nold for formng the casing and
deterioration in noldability [pages 7 and 8].

The examiner’s reliance on Kato to cure the acknow edged

deficiency in Htachi Maxell is not well founded.

* The 45 to 65 percent filler range disclosed by Hitachi
Maxel | cannot be directly conpared with the 10 to 30 percent
filler range specified in clains 1, 21 and 26. The 45 to 65
percent filler range is relative to the associ ated pl asti c base,
not the plastic base-filler mxture, while the 10 to 30 percent
range recited in the clains is relative to the resin-filler
m xture or conbination. The 45 percent to 65 percent filler
range constitutes 45 to 65 parts filler per 100 parts plastic
base, or about 31 to about 39 percent of the plastic-filler
m xture. O course, the Hitachi Mxell range as so converted
still fails to respond to the 10 to 30 percent filler range
recited in appealed clains 1, 21 and 26.
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Kato di scl oses a disk cartridge having a plastic shutter
i nstead of a conventional netal shutter. In order to provide
good nol dability and hi gh mechani cal strength, heat resistance
and slidability, Kato makes the shutter of a thernoplastic
materi al, such as pol yethyl ene or pol ypropylene, and a filler,
such as cal ci um carbonate, which is 5%to 30% by wei ght, and
preferably 10%to 20% by wei ght, of the plastic-filler conposite
(see colum 2, lines 14 through 41). Kato teaches that when the
filler is below 5% by weight, the shutter will have poor heat
resi stance and nmechanical strength, and that when the filler is
above 30% by weight, the plastic conposite in nolten formw ||
have poor flowability and noldability (see colum 2, lines 51
t hr ough 57).

According to the exam ner, it would have been obvious to one
of ordinary skill in the art at the tinme the invention was nmade
“to make the cartridge casing of Hitachi Maxell out of
pol ypropylene with a 10 to 20% by weight filler of cal cium
carbonate as taught by Kato ... since it has high nechanica
strength and heat resistance” (main answer, page 5). The problem
here, however, is that this proposed reference conbi nation runs
counter to the express teachings of Hitachi Maxell which nmandate
that the percent by weight of filler to plastic not fall bel ow 45
percent or rise above 65 percent. Gven that Kato’s plastic-

filler conposition is specifically designed for a disk cartridge
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shutter as opposed to a tape cartridge of the sort disclosed by
H tachi Maxell, it is not seen that Kato woul d have provided the
artisan with any suggestion to disregard Hitachi Mxell’s
strictures regarding filler to plastic percentage. Thus, the
appel l ants’ position that the conbination of Hitachi Maxell and
Kat o advanced by the exam ner rests on inpermssible hindsight is
persuasive. Furthernore, this flaw in the basic reference

conbi nation finds no cure in the examner’s application of Kita
and/ or Young.

Hence, we shall not sustain the standing 35 U S.C. § 103(a)
rejection of claim1l as being unpatentable over Hitachi Maxell in
view of Kato, or the standing 35 U.S.C. § 103(a) rejection of
clainms 21 and 26 as bei ng unpatentable over Hitachi Maxell in
view of Kato and Kita. W also shall not sustain the standing 35
US.C 8 103(a) of clainms 2 through 4 and 7, which depend from
claim1l, as being unpatentable over Htachi Maxell in view of
Kato, the standing 35 U.S.C. 8§ 103(a) rejection of clainms 8, 9
and 12 through 14, which depend fromclaim11, and clains 22, 24
and 25, which depend fromclaim21, as being unpatentabl e over
H tachi Maxell in view of Kato and Kita, or the standing 35
US. C 8 103(a) rejection of clains 10 and 11, which depend from
claim1, and claim 23, which depends fromclaim?21, as being
unpat ent abl e over Hitachi Mxell in view of Kato, Kita and Young.

1. | ndependent claim?15
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| ndependent claim 15 | acks the 10% to 30% by weight filler
[imtation set forth in clainms 1, 21 and 26, but does require (1)
a plurality of projection nmenbers extending fromone surface of
each casi ng nenber which are respectively aligned when the casing
menbers are contacted together for welding and (2) neans indented
on the other surface of at |east one casing nenber to receive a
wel di ng horn for transm ssion of an application of ultrasonic
energy to the contacted surfaces of the projection nmenbers.
Inplicitly acknow edging the lack in Hitachi Maxell and Kato of
any teaching or suggestion of a recording nediumcartridge having
t hese features, the exam ner turns to Kita and Young.

Kita discloses a tape cassette case conposed of upper and
| ower half cases forned of, for exanple, ABS resin. The half
cases include conplenentary projections (see Figures 6 through
24) which are adapted to be abutted and ultrasonically wel ded
t oget her by energy supplied froma welding horn 80 applied
agai nst the rear surface of one of the half cases (see Figures 10
t hrough 24). The wel ding projections are particularly configured
to avoid problens caused by excess nelted resin and resin
particles generated during the welding operation (see columm 4,
line 59 et seq.).

Young di scl oses a tape cassette having upper and | ower
casing hal f menbers which can be assenbl ed without the use of

screws. To this end, the lower half nenber includes at each
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corner a projection conprising an upstanding pole 4 and
protrusion 3, and the upper half menber includes corresponding
pol e-recei ving projections or portions 9 each consisting of a
pol e-receiving hole 6, a deformation hole 7 and a through hole 8
(see Figure 2). Wen the half nmenbers are mated to one anot her,
t he upstandi ng protrusions 3 extend through the holes 8 into the
def ormati on holes 7. An acoustic horn is inserted into the
deformation holes 7 to apply pressure to the tips of the
protrusions 3 to deformtheminto rounded heads 3' which hold the
hal f nmenbers together (see Figure 3).

In the examner’s view, it would have been obvious to one of
ordinary skill in the art at the tinme the invention was nade to
provide the casing of Hitachi Maxell, as nodified in view of
Kato, with (1) welding projections of the sort disclosed by Kita
to elimnate the problem of excess nelted resin during the
wel di ng process (see pages 6 and 7 in the main answer) and (2) a
recess or indent as taught by Young to allow a welding horn to
effectively weld the casing nenbers together (see page 7 in the
mai n answer) .

As descri bed above, the purpose of Young s recess or indent
7 is to allow a welding horn to apply pressure to protrusions 3
to deformtheminto rounded heads 3'. Kita s welding projections
differ markedly fromthe correspondi ng projections disclosed by

Young, and have no apparent need for a recess of the sort
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di scl osed by Young. Neither reference indicates that the use of
such an indent in conjunction with the wel ding projections
di scl osed by Kita would inprove the wel ding process as asserted
by the examner. It is therefore evident that the only
suggestion for conbining Kita and Young with Hitachi Mxell and
Kato in the manner proposed by the exam ner stens from
i mper m ssi bl e hi ndsi ght know edge.

Accordingly, we shall not sustain the standing 35 U. S.C
8 103(a) rejection of claim115, or of clains 16 through 20 which
depend therefrom as being unpatentable over Hitachi Maxell in
view of Kato, Kita and Young.

[11. Renmand

The application is remanded to the exam ner for
consi deration of the follow ng matters.

| . Whether the appellants’ original disclosure neets the
witten description requirenent of 35 U S.C. 8§ 112, first
paragraph, with respect to the subject matter recited in clains

15 and 16.°> daim 15 recites a recording mediumcartridge

® The test for determning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the artisan
that the inventor had possession at that tine of the |ater
cl ai med subject matter, rather than the presence or absence of
literal support in the specification for the claimlanguage. In
re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cr.
1983). The content of the draw ngs nmay al so be considered in
determ ning conpliance with the witten description requirenent.
| d.
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conprising, inter alia, a pair of casing nmenbers, projection

menbers extending fromone surface of each casing nenber, and
nmeans i ndented on the other surface of “at |east one casing
menber” to receive a welding horn. The original disclosure, on
t he other hand, indicates that the indent or recess 59 is on
only one of the casing nenbers (see specification page 11 and
drawing Figure 9). Caim 16 depends fromclaim15 and further
defines one of the projection nenbers as “an annul ar recess.”
There is no apparent support for this “annul ar recess” projection
menber in the original disclosure.

1. Whether the teachings of Hitachi Muxell and Young woul d
have rendered the subject matter recited in claim15, and any
cl ai m dependi ng therefrom obvious within the neaning of 35
US C 8 103(a). It is arguable that the collective teachings of
H tachi Maxell and Young woul d have suggested the conbi nation of
t he casing conposition disclosed by Htachi Maxell and the casing
structure disclosed by Young to gain the above noted advant ages
of both, and that the casing resulting fromthis conbination

would neet all of the limtations in claim15.
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SUMVARY
The decision of the examner to reject clains 1 through 4
and 7 through 26 under 35 U.S.C. 8 103(a) is reversed, and the
application is remanded to the exam ner for further
consi der ati on.

REVERSED AND REMANDED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. McQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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